TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng
precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DENNIS E. VOGEL

Appeal No. 95-3353
Application No. 07/855, 799

ON BRI EF

Bef ore PAK, OWENS, and KRATZ, Administrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allow clains 3 through 11, and 20 through 22, which are al
of the clainms pending in this application. Separate
amendnents after final rejection filed on April 26, 1994 and

August 1, 1994 are entered as advised in a conmunication

! Application for patent filed March 23, 1992.
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mai | ed May 6, 1994 and in the exam ner's answer nail ed

Sept enber 13, 1994.
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BACKGROUND

The appellant's invention relates to an i nageabl e el enent
conprising a substrate coated wth a |ayer including an azido
nmet hyl substituted polyether and a radi ati on absorber. An
under st andi ng of the invention can be derived froma reading

of exenplary claim8, which is reproduced bel ow.

8. An imageable element comprising a substrate
having coated on at least one major surface thereof a
layer comprising a polymer containing pendent azido
groups, wherein said polymer has a repeating unit

having the formula , said layer being
aving ——(EQ—?EP—O——
CHN

capable of being imaged upon exposure to
electromagnetic radiation to form either a positive or
a negative relief image without the need for a solvent
development step, said layer further comprising a

radiation absorber.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Edwi n J. Vandenber g (Vandenber Q) 3,645,917 Feb. 29,

1972
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Aot ani et al. (Aotani) 4, 356, 247 Cct. 26,

1982
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Clains 3-11 and 20-22 stand rejected under 35 U S.C. §

103 as bei ng unpat ent abl e over Vandenberg in view of Aotani.

OPI NI ON
We have carefully considered all the evidence of
record, including the specification, clainms, the applied prior
art, and the respective positions articul ated by the
appel l ant and the exam ner in the briefs and answers thereto.
As a result, we agree with appellant that the conbi ned prior
art references as applied by the exam ner do not render the

subject matter defined by the clains prinma facie obvious.

Accordi ngly, we shall not sustain the exam ner's rejection for
t he reasons as foll ows.

Vandenber g di scl oses pol yethers that contain pendent
azi donet hyl groups and teaches that these polyners are
crosslinkabl e by heat, photolysis, and the addition of
pol yfuncti onal dipolarophiles (colum 3, |ines 39-47).
Pat ent ee al so suggests that the disclosed pol yethers have
di verse utilities including use "as coatings of inproved
adhesi on for substrates such as netal, glass, textiles, paper,

wood. .." (colum 3, lines 47-54).
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Aot ani is concerned with furnishing a "highly sensitive
|l ight-sensitive conposition containing a sensitizer which does

not crystallize in the light sensitive |layer during

preservation.”™ The conposition is taught to be "useful for
light-sensitive layers of ... printing plates, photoresists,
etc.” (colum 1, lines 12-15). Aotani suggests selecting a

pol ynmer "havi ng photo-crosslinkabl e unsaturated bonds which
can be sensitized by the sensitizers of this invention..."
(colum 6, lines 15-21). Anobng a variety of polyners
di scl osed by patentees as useful with the sensitizer are
pol ynmers contai ning azido group(s) such as those disclosed at
colums 6-8 of the patent. Aotani indicates that a binder,
pl asticizer, and a dye or pignment may be additionally enpl oyed
in preparing the light-sensitive conposition (colum 8, |ines
52-61). Carbon black is included in a disclosed |ist of
materials fromwhich the dye or pignent may be sel ected
(colum 9, |ines 16-20).

The exam ner acknow edges that Vandenberg does not
di scl ose the use of polyetherazides for form ng an i mgeabl e
el enent as cl ai med by appel |l ant (answer, page 3). Moreover,

t he exam ner acknow edges that Aotani does not disclose the
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use of pol yetherazides in conjunction with patentees’

di scl osed sensitizer in form ng i mageabl e el enents (answer,
page 4). Rather, the exam ner relies on the conbination of the
t eachi ngs of Vandenberg and Aotani as evi dence of obvi ousness
in attenpting to show that the clainmed i nvention woul d have

been prinma facie obvious. According to the exam ner, it

woul d have been obvious to one of ordinary skill in the art to
sel ect the pol yether containing pendent azi donethyl groups of
Vandenberg as the polynmer to be used in the conposition of
Aot ani for use together with the sensitizer in formng an
i mgeabl e el enent as cl ai ned (answer, pages 4 and 5, carryover
par agraph). The exam ner reasons that adequate notivation for
such a conbi nation can be found in the exenplary disclosure of
Aotani (colum 7, lines 33-37) indicating the use of polyners
havi ng phot o-crossl i nkabl e azi do groups and the "...discl osed
photol ytic property of the pol yetherazi des" of Vandenberg
(answer, page 5). W di sagree.

The exam ner has not pointed to any disclosure of either
appl i ed reference which indicates that polyethers that contain
pendent azi donet hyl groups woul d have been consi dered as

useful with the disclosed sensitizer of Aotani. In this
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regard, we note that Aotani clearly teaches that the azido
group containing polyner is selected fromthose which would be
"...sensitized by the sensitizers of this invention" (colum
7, lines 33-37 and colum 2, lines 3-34).

We further observe that Aotani suggests nunerous exanpl es
of other polymers that could be used with the sensitizer in
Aot ani's inventive conposition and teaches the use of non-
azi de containing polyners as well as azido group containing
pol ymers such as aromatic azi de conpounds wherein an azido
group is directly bonded to an aromatic ring (colum 7, |ine
33 to colum 8, line 5). Thus, we find ourselves in agreenent
with appellant (brief, page 10) that the applied prior art
woul d not have suggested the exam ner's proposed conbi nation.
In our view, the reference conbination as proposed by the
exam ner woul d appear to destroy the inventive concept of
Aot ani which requires that the polyner be selected from anong
those di scl osed by Aotani based on the conpatibility thereof

with the sensitizer conpound to be used therewith. See Ex

parte Hartmann 186 USPQ 366, 367 (Bd. App. 1974).
Accordi ngly, we cannot sustain this rejection based on the

present record.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 3-11 and 20-22 under 35 U.S.C. § 103 is reversed.

REVERSED

CHUNG K. PAK )

Adm ni strative Patent Judge )
)
)
)

TERRY J. OVENS ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

PETER F. KRATZ )

Adm ni strative Patent Judge )

tdc
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David L. Weinstein

3BMOfice of Intellectual Prop. Counsel
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